United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nihil Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/768,174 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



7590 

George A. Loud, Esquire 
BACON & THOMAS 
Fourth Floor 
625 Slaters Lane 
Alexandria, VA 22314-1176 



BLAND, LAYLA D 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/768,174 


Applicant(s) 

KAGA ET AL. 


Examiner 

LAYLA BLAND 


Art Unit 

1623 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

This office action is a response to Applicant's amendment submitted February 
15, 2008, wherein claims 1 and 2 are amended. Claims 1-35 are pending. Claims 9-25 
are withdrawn from consideration. Claims 1-8 and 26-35 are examined on the merits 
herein. 

In view of Applicant's arguments submitted February 15, 2008, the rejection of 
claims 34-35 under 35 USC 112, second paragraph, for being indefinite regarding 
structures with unspecified ends, is withdrawn. 

In view of Applicant's arguments submitted February 15, 2008, the rejection of 
claims 1-4, 7-8, 26-27 and 30-32 under 35 USC 102(b) as being anticipated by 
Toshifumi et al. is withdrawn. Toshifumi et al. does not teach a copolymer which could 
be made from either formula (1 ) or formula (2). 

In view of Applicant's amendment submitted February 15, 2008, the rejection of 
claims 1, 3-4 and 7-8 under 35 USC 102(b) as being anticipated by Sunder et al. is 
withdrawn. Sunder et al. discloses hyperbranched polymers made from a compound of 
formula 2 wherein m is 0. The amended claims require that m is an integer from 1 to 
20. Thus, the claims are no longer anticipated by Sunder et al. 

Upon further consideration, the rejection of claims 5-6, 28-29, and 33-35 under 
35 USC 1 03(a) as being unpatentable over Toshifumi et al. in view of Satoh et al. and 
further in view of Kamada et al. is withdrawn. 
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The following are new rejections necessitated by Applicant's amendment 
submitted February 15, 2008, wherein the scope of claim 1 was changed such that m 
can no longer be zero, which resulted in withdrawal of the rejection over Sunder et al. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6, 28, and 29 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 6 is drawn to the polymer of claim 1 , comprising at least one anhydrosugar 
selected from a group consisting of a number of 1 ,2-anhydro sugars. In each of these 
sugars, m is zero. Claim 1 , as amended, requires that m is an integer between 1 and 
20. There is insufficient antecedent basis for this limitation in the claim. 

Claims 28 and 29 are drawn to the polymer of claim 2, comprising at least one 
anhydrosugar which can be 1 ,2-anhydro sugars. In this case, m is zero. Claim 2, as 
amended, requires that m is an integer between 1 and 20. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



Claims 1, 3-5, 7, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Satoh et al. (Macromolecules, 1996, 29(21), 6681-6684, of record). 

Satoh et al. teach that the copolymerization of compound 1 with compound 3 
[page 6882, Scheme 1], shown below, resulted in a random copolymer consisting of 
(1->6), (6->1), and (6^6)-linked 2,5-anhydro-3,4-di-0-methyl-D-glucitol 

[abstract]. The molecular weights of the polymers ranged from about 2500 to about 
6000 [page 6682, Table 1]. 



Satoh et al. do not disclose the degree of branching of the copolymers. They are 
disclosed as random copolymers, having a variety of linkages, and are prepared using 
the same reagent as are the claimed polymers. Therefore, it is considered likely that 
the products have some degree of branching and thus meet the limitations of the 
claims. It is noted that no explicit definition for "hyperbranched" is given in the 



States. 
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specification. Since the Office does not have the facilities for preparing the claimed 
materials and comparing them with prior art inventions, the burden is on Applicant to 
show a novel or unobvious difference between the claimed product and the product of 
the prior art. See In re Best, 562 F.2d 1252, 195 USPQ 430 (CCPA 1977) and In re 
Fitzgerald, 619 F.2d 67, 205 USPQ 594 (CCPA 1980). 



Allowable Subject Matter 

Claims 2, 26, 27, and 30-35 are allowable over the prior art. The prior art does 
not teach or fairly suggest copolymers prepared from an anhydrosugar of formulae 3-7 
and an anhydrosugar of formulae 1-2. Furthermore, although the products of Satoh et 
al. are considered very likely to have some branching and thus meet the limitations of 
claims 1, 3-5, 7, and 8, it is not considered likely that the product of Satoh et al. is the 
product shown in claim 34. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAYLA BLAND whose telephone number is (571)272- 
9572. The examiner can normally be reached on M-F 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anna Jiang can be reached on (571) 272-0627. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Layla Bland/ /Shaojia Anna Jiang, Ph.D./ 

Examiner, Art Unit 1623 Supervisory Patent Examiner, Art Unit 1623 



